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DETAILED ACTION 

The elected species is maintained. The claims are further restricted as denoted below. 

Election/Restrictions 
1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 1 3.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1 -1 0, 20 and 21 , drawn to products wherein 

R1 and HZ are m& independently chosen from fcydrogen atoms, and; atkyl, 

alkenyi, aikynyi cycioa&yl, cycfealkylalkyt cyclaalkyialksnyt* 

eydoalkyialkynyi cycioalk®ny! 4 eycioalkenylalkyi cydoaikenylalkenyl, 

cycloalkenylalkynyl hsterocyclyl, lieterooyofytaikyi hetefwyclylatkenyl, 

hetewydylslkynyi, aryl, arylaikyi aryiafkenyi, ary s aiky«y1, heteroary<, 

hetemarylaJkyi hetwoaryfafkariyi, m4 hetemsrytelkynyl groups; Rg . g j 

L is bond. 

Group II, claim(s) 1 -1 0, 20 and 21 , drawn to products wherein 

R1 and R2 are eacti independently chosen f«m hydrogen: atoms, and aikyi 

alksnyi, atkynyi, cyctoa&yl, cycloalkylalkyi cyctoalkylaikenyL 

oyoloalkylalkyityl, cyobaiksnyf, cycloaitenylafkyl, eycloalk«nylaikenyl, 

cycfoalkenyialkynyi, hetemcyclyl, het@rc^s§y1aSky< t heterocycSylaSkeriyf, 

tatfirocydyia&ynyi, aryf s arylaikyt arylafenyi, aryfa!ky«yl, rieteroaryS., 

heteroarylaikyf, hetsrsaryla.tenyl, and he&rearylalkynyt groups; . 

. , iio is ciryi , 

L is NRc. 
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Group III, claim(s) 1-10, 20 and 21, drawn to products wherein 

R1 and R2 are aaeft jrsdeparsdsntfy ehoseri from hydrogen atoms, and alkyl, 

alkenyl, alkynyf. cydGa&yl, cydoalkylalkyi cycfoalkyfaSteriyi 

cycloaikyialkynyl , cydSoalk&nyl, cydoalkeny!aikyj s cydoaikanyialkansyl, 

cycioaifcenyialkynyl, hsterc^ydyl heieF«y£lyialtcyi heterocyclylalkenyf, 

heterocydyJa&ynyi, aryi, aryfa&yl, ajylateiyf, aryialkynyt, hateroaryl, 

heteroarylaJkyJ, hateroarylateiyi, and heteroarytatkynyl groups: 
Lis O. 

Group IV, claim(s) 1 -10, 20 and 21 , drawn to products wherein 

R1 and R2 are each independently chosen from hydrogen atoms, and alky I, 

atenyi aikynyl, cyoksalkyl, cycloatkyialkyl, cycioalkylalkenyi 

ey^o&tkylglkynyl, sydaafkanyl, eyek*alkenylaSkyj s eycloalkanyiaikenyl, 

cycloalkenylalkynyl, hatarocyciyt, heterocydylalkyl, haiarooydylalkartyl, 

netarocyciyiailEyiiyi aryl s aryiaikyL aryfaikenyi, aryfatkyayl, hateroaryl, 

heteroaryialkyf, hetaroafylaikanyJ, and heiemarytalkynyl groups; 
L is NRcCO. 

Group V, claim(s) 1 -1 0, 20 and 21 , drawn to products wherein 

Rl and R2 are each independently chosen from hydrogen atoms, and alky!, 

alkenyl, aikynyt cydtoaScyl, cycloalkylalkyi, cyctoalky1alkeny1 ; 

cydoalkylalkyayl, eydoaikenyL cycfeafenyialkyK cydoalkenyfalkenyf, 

cycloaJkenylaikyriyJ, heteroeyeiyl, hetarocydyia&yi. heteroeyclylafkanyl, 

haterocydytafkynyt, aryl, arylalkyi aiytaBcanyi, arylalkynyl, heteroaryt 

hetaroarylalkyl, haleroasylalkenyi, and h^broarylalkynyl groups; 
L is CONRc. 
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Group VI, claim(s) 1 -10, 20 and 21 , drawn to products wherein 

R1 and R2 are each independently ehosen tram hydrogen atoms, and alkyl, 

aSkenyf, sftynyl. cydioalkyL oyeteaikyialkyl, oydoatkylalkenyi 

cycloaikyialkynyl > cydoaikenyl, cyeloaEk&nylafkyl, cydoaikanyialkansyl, 

cy^ioaikenyialkynyl, heterocyciyi, tietsFocyelylaSkyi heterocyclylalkenyf, 

heterocydytalkynyt, aryi, atyiaikyl, ajyla&enyf, aryialkyftyt, heteraaryf, 

heteroaryiatky^ het@foaryfateiyi 5 and hoteroarytatkynyl groups: 
L is OCONRc. 

Group VII, claim(s) 1-10, 20 and 21 , drawn to products wherein 

R1 and R2 are each independently chosen from hydrogen atoms, and: alky I, 

alkenyt aikynyl, cyefoafcyl, cycloatkyialkyl, cytieaikyia&enyl, 

eyeloatkylalkynyl, sydaafkenyl, eyek*alkenylaSkyi s cycloaikertyialkenyl 

cycloalkenylalkynyl, hetarocy/ciyt, heterocydylalkyl, haiaroeydylalkenyl, 

tmierTCyciylalkyrtyi aryl s arylalkyL aryfaSkenyi, aryfatkynyl, haieroaryl, 

heteroaryJalkyf, heteroaryta&enyt, and heiefoarytalkynyl groups; 
L is NRcCOO. 

Group VIII, claim(s) 1-10, 20 and 21, drawn to products wherein 

Rl and R2 are each independently chosen from hydrogen atoms, and alkyl, 

alkenyl, aikynyt cydoaScyl, oycloalkylalkyi, cyctoalky1a!kenyt ; 

eydoaikylalkynyl, cydoaikenyi cycfoalkenylaikyi, cydoalkenytalkenyt, 

cycloalkenylaikyriyJ, hetaroeyciyf, hetarocydyia&yf. hataro^dyfaikanyl, 

heterocyclytafkyrtyl aryl, arylalkyl, arylalkenyi, arylalkynyl, heteraaryl, 

hetaroafylalkyl, heleroarylatenyt, and heferaafySaJkynyt groups; 
heteroaryl, L is bond. 



Application/Control Number: 10/555,286 
Art Unit: 1622 

Group IX, claim(s) 1 -10, 20 and 21 , drawn to products wherein 

R1 and R2 are each independently chosen frorn hydro§e*t atoms, and alkyl, 

aSkenyf, alkynyf, eydoa&yl, oyeloaikyialkyl, oydeatkytalkenyi 

cycloaikyialkynyl > cydSoalkenyl, cydoalkenylaikyl, cydoaikenyialkenyi, 

cycioaikenyialkynyl, hsterocyclyi heieF«yolyialkyi heterocyclylalkenyf, 

heterocydyJa&ynyi, aryi, atyiaikyl, arylateiyf, aryialkyftyt, heteroaryl, 

haterc«rylalkyJ s hetefoarylafkenyi, and hateroarySalkynyl groups: 
heteroaryl, L is NRc. 

GroupXI, claim(s) 1 -1 0, 20 and 21 , drawn to products wherein 

R1 and R2 are each independently chosen from hydrogen; atoms, and aikyl, 

alkenyi alkynyl, cyoksalkyl, cycioatkyialkyl, eycloalkylalkenyL 

oydoalkylalS^ynyl, eyolaafkenyl eyek*alkenylalkyj s cycloalkenyialkenyl, 

cycloalkenylalkynyl, heterocyciyt, heterocydylalkyl, heten^ydyfalkanyl, 

tmiersffiyciyialkynyi aryl s aryiafkyL aryfaikenyi, aryfatkyayl, heteroaryl, 

hetaroarylaikyl, heteroafyfa&enyt, and hefaroarylalkynyi groups; 
heteroaryl, L is O. 

Group XI, claim(s) 1-10, 20 and 21 , drawn to products wherein 

Rl and R2 are each independently chosen from hydrogen atoms, and alky!, 

alkenyl, aikynyt cydtoaScyl, cydoaikyialkyl s cyctoalky1aikenyt ; 

eydoaikylalkynyl, eydoaikenyi cycfeafenyialkyK cydoalkenytalkenyl, 

cycloalkenylaikyriyJ, heteroeydyl, heterocyclyialkyl heteroeyciylafkenyj, 

heferocyclytafkynyl aryl, arylalkyl, arylalkenyi, arylalkynyl, heteroaryl 

hateroarylalkyl, heleroaryfalkanyi, and heferaafySaJkynyt groups; 
heteroaryl, L is NRcCO. 
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Group XII, claim(s) 1-10, 20 and 21, drawn to products wherein 

R1 and R2 are each independently etosen tram hydrogen atoms, and alkyl, 

alkenyf, alkynyf, eydoa&yl, ^doalkylalkyi oydaatkyialkenyi 

eydoaikyiaikynyi , cydoaikenyl, cydoalkenylaikyi, cydoaikanyialkansyl, 

cycioaikenyialkynyl, hetarocyciyi, heieF«yelyialkyi heterocyclylalkenyf, 

heterocydyJa&ynyi, aryi, an/ia&yl, ajylateiyf, aryialkyftyt, heteraaryf, 

heteroarylalky^ lietefoarylafkenyi, and hateroarySalkynyl groups: 
heteroaryl, L is CONRc. 

Group XIII, claim(s) 1-10, 20 and 21 , drawn to products wherein 

R1 and R2 are each independently chosen from hydrogen; atoms, and: alkyt, 

aikanyi aikynyl, cycksalkyl, cycloatkyialkyt, eycloafkylalkenyl, 

oydoalkylalkysyl, cycloalkaayf, cycfoalkenyialky! s e^doalkanytaikenyl, 

cycloalkenylalkynyl, hetarocyciyt, heterocydylalkyf, Net^foeydylaJkeriyf, 

tmiarsffiyciyialkynyi aryi s aryiafkyL aryfaikenyi, aryfaikyayl, heteroaryl, 

hetaroarylaiky!, hetorowyteikenyi, and hetemarylaSkynyl groups; 
heteroaryl, L is OCONRc. 

Group XIV, claim(s) 1 -1 0, 20 and 21 , drawn to products wherein 

Rl and R2 are each independently chosen from hydrogen atoms, and alky!, 

alkenyl, aikynyi cydtoaScyl, cycloalkylalkyi, cyctoalkylaikenyl, 

cydoaiky!a(kynyi eydoaikenyi cycfealkenyialkyK cycioeikenylaikenyl, 

cycloalkenylaikynyJ, heteroeyciyf, heterocydyte&yi. heteroeyciylafkenyl, 

helerocyclytelkynyi, aryl, arylalkyi arylalkenyi, aryiaffcyny!, heteroaryl 

hetaroafylalkyl, heleroarylalkanyi, and heferaafySaJkynyt groups; 
heteroaryl, L is NRcCOO. 

Group XV, claim(s) 1 -1 0, 20 and 21 , drawn to products wherein 
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» or R1 arid R2 form, together with the nftrogeft atom to which they are 

attached, either a 3- to 14- merabereri monocyclic or polyopic heterocyclic 

ting system or a §- to 14- memfeemd heteroaryi group; 
L is bond. 

Group XVI, claim(s) 1 -1 0, 20 and 21 , drawn to products wherein 

* of R1 and R2 form, together with the nitrogen atom to which they are 



attached, either a 3- to 14- mem bared monocyclic or polycyelie heterocyclic 

dng system or a 5- to 14- mem bored heteroaryt group; 
L is NRc. 

Group XVII, claim(s) 1-10, 20 and 21 , drawn to products wherein 

* or R1 and R2 form., together with the nitrogen atom to which they are 

attached, either a 3- to 14- membemd monocyclic or polycyclic heterocyclic 
ring system: or a 5- to 14- membered heteroaryi group; 



Group XVIII, claim(s) 1-10, 20 and 21 , drawn to products wherein 

* or R1 and R2 form, together with the nitrogen atom to which they are 

attached, either a 3- to 14- membered monocyclic or polycydio heterocyclic 

ring system; or a 5- to 14- membered heteroaryl group; 
L is NRcCO. 

Group XIX, claim(s) 1 -1 0, 20 and 21 , drawn to products wherein 

* or R1 and R2 form, together with the nihogeo atom to which they am 

attached, either a 3- to 14- membered monocyclic or polycyclic heterocyclic 

ring system; or a S- to 14- membared heteroaryt group; 
L is CONRc. 



Lis O. 
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Group XX, claim(s) 1 -1 0, 20 and 21 , drawn to products wherein 

* or R1 and R2 form, together with the Aogeo atom to which they are 

attached, either a 3- to 14- numbered monocyclic or polycystic heterocyclic 

ring system or a S- to 14- numbered heteroaryl group; l s ar y| 

L is OCONRc. 

Group XXI, claim(s) 1 -1 0, 20 and 21 , drawn to products wherein 

* or R1 ar«l R2 form, together with the nitrogen atom to which they are 

attached, either a 3- to 14- membered monocyclic or polycyclfe heterocyclic 

ting system or a 5- to 14- membemd heteroaryl group; R5 js j 

L is NRcCOO. 

Group XXII, claim(s) 1-10, 20 and 21 , drawn to products wherein., 

* of R1 and R2 form, together with the nitrogen atom to which they are 

attached, either a 3- to 14- membered monocyclic or polyeyolie heterocyclic 

ring system or a S- to 14- membered heteroaryi group; R5 . 

heteroaryl, L is bond. 

Group XXIII, claim(s) 1-10, 20 and 21, drawn to products 

» or R1 and R2 form, together with the nitrogen atom to which they are 

attached, either a 3- to 14- membered monocyclic or pofyeydlc heterocyclic 

wherein m » S- to 14- membered heteroaryl group; 

R5 is heteroaryl, L is NRc. 

GroupXXIV, claim(s) 1-10, 20 and 21, drawn to products 

* or R1 and R2 form, together with the nitrogen atom to which they are 

attached, either a 3« to 14- membered monocyclic or polycydic heterocyclic 

wherein *Nl system or a 5- to 14- membered heteroaryl group; 
R5 is heteroaryl, L is O. 
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Group XXV, claim(s) 1 -1 0, 20 and 21 , drawn to products 

* w R1 and R2 form, together with the ttiragen atom to which they a» 

attached* either a 3» to 14- membeied mofKHSyclic or pofycp$c heterocyclic 

wherein ri:tl 0 system or a 5- to 14- m&mfeered heteroaryl group; 
R5 is heteroaryl, L is NRcCO. 

Group XXVI, claim(s) 1 -1 0, 20 and 21 , drawn to products 

* or R1 and R2 form, together with the n&fogen atom to which they are 

attached, either a 3- to 14- memhered monocyclic or potycydic heterocyclic 

wherein *8 system or a 8- to 14- rnemhered heteroaryl group; 
R5 is heteroaryl, L is CONRc. 

Group XXVII, claim(s) 1-10, 20 and 21, drawn to products 

* -m R1 and R2 form, together with the nitrogen atom to which they are 

attached, either a 3- to 14-mem&ered monocyclic or poiyeyclic heterocyclic 

wherein ^9 system or a 5- to 14- memoered l«slerc«ktryl group; 
R5 is heteroaryl, L is OCONRc. 

Group XXVIII, claim(s) 1-10, 20 and 21, drawn to products 

» er R1 and R2 form, together with the nitrogen atom to which they are 

attached, either a 3- to 14- memhered monocyclic or polycystic heterocyclic 

wherein m a to 14- membered beteroaryj group; 

R5 is heteroaryl, L is NRcCOO. 

Group XXIX, claim(s) 11-15 drawn to process of making products of Group I. 
Group XXX, claim(s) 11-15 drawn to process of making products of Group II. 
Group XXXI, claim(s) 11-15 drawn to process of making products of Group III. 
Group XXXII, claim(s) 11-15 drawn to process of making products of Group IV. 
Group XXXIII, claim(s) 11-15 drawn to process of making products of Group V. 
Group XXXIV, claim(s) 11-15 drawn to process of making products of Group VI 
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Group XXXV, claim(s) 11-15 drawn to process of making products of Group VII. 
Group XXXVI, claim(s) 1 1-15 drawn to process of making products of Group VIII. 
Group XXXVII, claim(s) 11-15 drawn to process of making products of Group IX. 
Group XXXVIII, claim(s) 11-15 drawn to process of making products of Group X. 
Group XXXIX, claim(s) 1 1-15 drawn to process of making products of Group XI. 
Group XXXX, claim(s) 1 1-15 drawn to process of making products of Group XII. 
Group XXXXI, claim(s) 1 1-15 drawn to process of making products of Group XIII. 
Group XXXXII, claim(s) 11-15 drawn to process of making products of Group XIV. 
Group XXXXIII, claim(s) 11-15 drawn to process of making products of Group XV. 
Group XXXXIV, claim(s) 1 1-15 drawn to process of making products of Group XVI. 
Group XXXXV, claim(s) 11-15 drawn to process of making products of Group XVII. 
Group XXXXVI, claim(s) 11-15 drawn to process of making products of Group XVIII. 
Group XXXXVII, claim(s) 1 1-15 drawn to process of making products of Group XIX. 
Group XXXXVIII, claim(s) 11-15 drawn to process of making products of Group XX. 
Group XXXXIX, claim(s) 1 1-15 drawn to process of making products of Group XXI. 
Group L, claim(s) 11-15 drawn to process of making products of Group XXII. 
Group LI, claim(s) 1 1-15 drawn to process of making products of Group XXIII. 
Group LI I, claim(s) 11-15 drawn to process of making products of Group XXIV. 
Group LI 1 1, claim(s) 1 1-15 drawn to process of making products of Group XXV. 
Group LIV, claim(s) 11-15 drawn to process of making products of Group XXVI. 
Group LV, claim(s) 11-15 drawn to process of making products of Group XXVII. 
Group LVI, claim(s) 11-15 drawn to process of making products of Group XXVIII. 
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Group LVII, claim(s) 22-25 drawn to process of using products of Group I. 
Group LVIII, claim(s) 22-25 drawn to process of using products of Group II. 
Group LIX, claim(s) 22-25 drawn to process of using products of Group III. 
Group LX, claim(s) 22-25 drawn to process of using products of Group IV. 
Group LXI claim(s) 22-25 drawn to process of using products of Group V. 
Group LXI I, claim(s) 22-25 drawn to process of using products of Group VI. 
Group LXI II, claim(s) 22-25 drawn to process of making products of Group VII. 
Group LXIV, claim(s) 22-25 drawn to process of making products of Group VII. 
Group LXV, claim(s) 22-25 drawn to process of making products of Group VIII. 
Group LVII, claim(s) 22-25 drawn to process of making products of Group IX. 
Group LVIII, claim(s) 22-25 drawn to process of making products of Group X. 
Group LIX, claim(s) 22-25 drawn to process of making products of Group XI. 
Group LX, claim(s) 22-25 drawn to process of making products of Group XII. 
Group LXI, claim(s) 22-25 drawn to process of making products of Group XIII. 
Group LXI I, claim(s) 22-25 drawn to process of making products of Group XIV. 
Group LXI 1 1 , claim(s) 22-25 drawn to process of making products of Group XV. 
Group LXIV, claim(s) 22-25 drawn to process of making products of Group XVI. 
Group LXV, claim(s) 22-25 drawn to process of making products of Group XVII. 
Group LXVI, claim(s) 22-25 drawn to process of making products of Group XVIII. 
Group LXVI I, claim(s) 22-25 drawn to process of making products of Group XIX. 
Group LXVIII, claim(s) 22-25 drawn to process of making products of Group XX. 
Group LXIX, claim(s) 22-25 drawn to process of making products of Group XXI. 
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Group LXX, claim(s) 22-25 drawn to process of making products of Group XXII. 
Group LXXI, claim(s) 22-25 drawn to process of making products of Group XXIII. 
Group LXXII, claim(s) 22-25 drawn to process of making products of Group XXIV. 
Group LXXIII, claim(s) 22-25 drawn to process of making products of Group XXV. 
Group LXXIV, claim(s) 22-25 drawn to process of making products of Group XXVI. 
Group LXXV, claim(s) 22-25 drawn to process of making products of Group XXVII. 
Group LXXVI, claim(s) 22-25 drawn to process of making products of Group XXVIII. 

2. The groups of inventions listed above do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: the claimed 
compounds do not share a core structure which is novel and non-obvious over the prior 
art. 

3. This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

The species are as follows: 

See examples in the specification. 

Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are generic 
is considered non-responsive unless accompanied by an election. 
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Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise require 
all the limitations of an allowed generic claim. Currently, the following claim(s) are 
generic: all claims. 

4. REQUIREMENT FOR UNITY OF INVENTION 

As provided in 37 CFR 1 .475(a), a national stage application shall relate to one 
invention only or to a group of inventions so linked as to form a single general inventive 
concept ("requirement of unity of invention"). Where a group of inventions is claimed in 
a national stage application, the requirement of unity of invention shall be fulfilled only 
when there is a technical relationship among those inventions involving one or more of 
the same or corresponding special technical features. The expression "special technical 
features" shall mean those technical features that define a contribution which each of 
the claimed inventions, considered as a whole, makes over the prior art. 

The determination whether a group of inventions is so linked as to form a single 
general inventive concept shall be made without regard to whether the inventions are 
claimed in separate claims or as alternatives within a single claim. See 37 CFR 
1.475(e). 



Application/Control Number: 10/555,286 Page 14 

Art Unit: 1622 

WHEN CLAIMS ARE DIRECTED TO MULTIPLE CATEGORIES OF 

INVENTIONS 

As provided in 37 CFR 1 .475(b), a national stage application containing claims to 
different categories of invention will be considered to have unity of invention if the 
claims are drawn only to one of the following combinations of categories: 

(1 ) A product and a process specially adapted for the manufacture of said 
product; or 

(2) A product and process of use of said product; or 

(3) A product, a process specially adapted for the manufacture of the said 
product, and a use of the said product; or 

(4) A process and an apparatus or means specifically designed for carrying out 
the said process; or 

(5) A product, a process specially adapted for the manufacture of the said 
product, and an apparatus or means specifically designed for carrying out the said 
process. 

Otherwise, unity of invention might not be present. See 37 CFR 1 .475(c). 
5. Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement may be traversed (37 CFR 1.143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
preserve a right to petition, the election must be made with traverse. If the reply does 
not distinctly and specifically point out supposed errors in the restriction requirement, 
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the election shall be treated as an election without traverse. Traversal must be 
presented at the time of election in order to be considered timely. Failure to timely 
traverse the requirement will result in the loss of right to petition under 37 CFR 1.144. If 
claims are added after the election, applicant must indicate which of these claims are 
readable on the elected invention or species. 

Should applicant traverse on the ground that the inventions have unity of 
invention (37 CFR 1 .475(a)), applicant must provide reasons in support thereof. 
Applicant may submit evidence or identify such evidence now of record showing the 
inventions to be obvious variants or clearly admit on the record that this is the case. 
Where such evidence or admission is provided by applicant, if the examiner finds one of 
the inventions unpatentable over the prior art, the evidence or admission may be used 
in a rejection under 35 U.S.C. 1 03(a) of the other invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

6. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
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AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 1 01 , 1 02, 1 03 and 1 1 2. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 1 21 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUN JAE LOEWE whose telephone number is 
(571)272-9074. The examiner can normally be reached on M-F 7:30-5:00 Est. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Kosar can be reached on (571)272-0913. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Sun Jae Y Loewe/ 

Primary Examiner, Art Unit 1622 



